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REMARKS 

Claims 1-22 are pending in this application. Prom the last ofSSce action, Claims 1- 
22 appear to be rejected under 35 U.S.C- 103(a) as being unpatentable over Behfar (WO 
00/77620) in view of Oliveria (US6579208), further in view of Lee (US6609127). The 
Applicants note that the office action actually only says that claims 1-11, 13-18 and 20 
are rejected under these references. However, in the detailed description of the office 
action, the office action mentions the references in connection to claims 1-18, 20-22 
(claim 19 not directly addressed) and then the coversheet to the ofBce action says claims 
1-22 are rejected. This response responds to all pending claims in light of the three cited 
references. Reconsideration of the application is hereby respectfully requested. 

AppUcants assert that the o£^ice action fails to make a prima facie case of 
obviousness because the office action fails to identify a proper motivation or suggestion 
to combine the teachings of the cited references. Applicants note that the Examiner bears 
the initial burden of facmally supporting any prima facie conclusion of obviousness. 
MPEP §2142. Furthermore, as the Federal Circuit explained, "[i]n the absence of a 
proper prima facie case of obviousness, an applicant who complies with other statutory 
requirements is entitied to a patent." In reRouffeu 149 F.3d 1350, 1355 (Fed. Cir. 1998). 

To establish a prima facie case of obviousness, there must be some suggestion or 
motivation, either in the references themselves or in the knowledge generally available to 
one of ordinary skill in the art, to modify the reference or to combine reference teachings. 
MPEP §2142; In re Vaeck, 947 F.2d 488 (Fed. Cir. 1 991). Moreover, the teaching or 
suggestion to malce the claimed combination must be found in the prior art, and not based 
on applicant's disclosure. Id. 

As further explained by the Federal Circuit in In re Rouffet 

'virtuaDy all [inventions] are combinations of old elements.' Therefore, an 
office action may often find every element of a claimed invention in the 
prior art. If identification of each claimed element in the prior art were 
sufficient to negate patentability, veiy few patents would ever issue. 
Furthermore, rejecting patents solely by finding prior art corollaries for the 
claimed elements would permit an office action to use the claimed 
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invention itself as a blueprint for piecing together elements in the prior art 
to defeat the patentability of the claimed invention. Such an approach 
would be 'an illogical and inappropriate process by which to determine 
patentability/ To prevent the use of hindsight based on the iavention to 
defeat patentability of the invention, diis court requires the office action to 
show a motivation to combine the reference that create[s] the case of 
obviousness. 

/« re iioH^fe^ 149 F.3d 1350, 1357 (Fed, Cir. 1998). 

Therefore, in order to establish a prima facie case of obviousness, there must be 
actual evidence of a suggestion to modify a prior art reference or to combine two prior art 
references, and the suggestion to combine or modify the prior art must be clear and 
particular. In reDembiczak, 50 U.S,P.Q.2d 1614, 1617 (Fed. Cir. 1999). 

While Behfar discloses a vehicle with an Ethemei network, Behfar does not 
disclose an active network for controlling the flow of data amongst the devices and there, 
the office action relies on further combination of OH vena and Lee. Olivcria relates to a 
system for providing synchronization shifts between low and high gearing arrangements 
in a motor vehicle employing a Controller Area Network (CAN) bus system. As 
explained in CoL 3, Unes 3-12, the Controller Area Network bus is a specific '*proven, 
pre-existing, international SAN standard that has been adopted by some vehicle 
manufacturers. It is readily available, off-the-shelf system that utilizes a minimiun of 
additional components within the vehicle. The CAN system electronically interconnects 
all the network member by a simple two wire, twisted pair cable and provides high-speed 
serial digital data transfer between all member in the system." 

The office action also mentions that Lee describes this type of legacy automotive 
bus when it refers to a "CAN system". It is respectfully submitted that although Lee uses 
the same acronym - it is not referring to the same specific automotive bus that is 
employed by vehicle manufacturers. CAN in Lee stands for a general control (not 
controller) area network systems. [See Lee, CoL 2, Unes 29-31] The Lee reference is 
directed to equipment and appliances in a home or business such as a security alarm 
panel, a television, a microwave oven, a light switch, an alarm clock or a VCR. [See Lee, 
CoL 2, lines 60-65] The office action concludes that these three (3) references may be 
combined becaiase it "would have been obvious to one of ordinary skill in the art at the 
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time the invention was made to incorporate the use of a CAN within Behfar for the 
purpose of controlling and dynamically reconfiguring data flow through any number of 
network devices within a vehicle that may also include active networks such as in-car 
Ethernet LAN." First, it is respectfully submitted that the office action fails to explain 
how a system that deak Avith home and business enviroranents relates to using an active 
network to integrate components within a vehicle system. As mentioned above, the 
''CAN" in Lee is not the same as the "CAN" in Oliveria - Behfar does not appear to even 
mention the automotive specific Controller Area Network bus system. Moreover, as 
mentioned in Oliveria, the automotive-type Controller Area Network bus is an internal 
standard thai facilities off-the-shelf systems, [Oliveria, Col. 3, lines 5-13] To enable this, 
" the Controller Area Network bus uses a standard message protocol. [See Attachment A] 
The Controller Area Network standardized protocol supports two specific message frame 
formats. The network in Behfar is described as having devices that are addressable using 
IP addresses, [Behfar, page 2, lines 34-35; page 3, line 40 - page 4, line 2] Behfar does 
not suggest or teach bow a network with addressable IP addresses would woik with an 
automotive-type Controller Area Network protocols with specific message formats. 
Additionally, it is not explained how the specific message formats in an automotive-type 
Controller Area Network protocol would support the home/business environment devices 
described in Lee. 

It is respectflilly submitted that there is no motivation to combine the teaching of 
these three (3) references given the different types of networks, the different types of 
communication protocols, and the different types of uses (vehicle environment versus 
home/business environment). Therefore, it is respectfully submined that the office action 
fails to show how Behfar, Oliveria, and Lee teach a motivation or suggestion to use an 
active network for controlling the flow of data amongst the devices. See MPEP §2142; 
Ex parte Skinner, 2 U.S.P.Q.2d 1788 (Bd. Pat. App. & Inter, 1986) ("When the 
motivation to combine the teachings of the references is not immediately apparent* it is 
the duty of the Examiner to explain why the combination of the teachings is proper,"); 
see also Ecolochem, Inc. v. Southern California Edison Company, 227 F.3d 1361, 1372 
(Fed. Cin 2000) (citing In re Dembiczak, 175 F,3d 994. 999 (Fed. Cir. 1999) ("Broad 
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conclusory statements regarding the teaching of multiple references^ standing alone, are 
not ' evidence. "0- 

Applicants contend that without anything further, the office action appears to rely 
solely on hindsi^t analysis, i.e.» taking the disclosure of the pending application as a 
blueprint for piecing together the prior art. See Ecolochem. Inc. v. Southern California 
Edison Company, 227 F.3d 1361, 1372 (Fed, Cir. 2000) (citing /n re Dembiczak, 175 
F3d 994, 999 (Fed. Cir. 1999) ("Combining prior art references without evidence of [] a 
suggestion, teaching, or motivation simply takes the inventor's disclosure as a blueprint 
for piecing togetho- the prior art to defeat patentability - the essence of hindsight."). As 
stated-in In r^ Rouffet above, this approach has long been rejected by the Federal Courts, 
and therefore the rejection of the pending claims 1 -22 as obvious over Behfar, Oliveria, 
and Lee is improper. 

Applicants further assert that not only is no motivation or suggestion to combine 
is identified in the office action, no motivation or suggestion can be found in Behfar, 
Oliveria, and Lee. Behfar is primarily concerned with interconnecting info-tech display 
devices which do not require time-critical commimicaiion. Therefore, in Behfar, a simple 
network, such as an Ethernet network, would be sufficient to address the concerns 
disclosed in Behfar. Behfar does not recognize the problem of integrating various vehicle 
control systems having time-critical applications that require, among other things, 
communication prioritization or packet translation, and tlierefore, Behfar cannot possibly 
suggest any motivation to use any specialized network architecture, such as an active 
network, for interconnecting its devices. 

Although Oliveria is a system for synchronizing shifts between low and high 
gearing arrangements, its framework is only described in the context of a specific type of 
automotive bus - the Controller Area Network (CAN). As described above, this type of 
network uses specific message format protocols. The Lee reference is directed to 
equipment and appliances in a home or business such as a security alarm panel, a 
television, a microwave oven, a light switch, an alarm clock or a VCR. [See Lee, Col. 2, 
lines 60-65] This reference does not recognize the problem of enabling communication 
between disparate vehicle systems, 
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For at least the foregoing reasons. Applicants respectfully request reconsideration 
of the pending rejections. 

The Applicants have amended claims 19-22 to clean up some of the language to 
make it consistent with the main independent claim 14, 



As the Applicant has overcome all substantive rejections and objections given by 
the Examiner and have complied with all requests properly presented by the Examiner, 
the applicants contend that this Amendment, with the above discussion, overcomes the 
Examinfir*s objections to and rejections of the pending claims. Therefore, the applicants 
respectfully solicit allowance of the application. If the Examiner is of the opinion that 
any issues regarding the status of the claims remain after this response, the Examiner is 
invited to contact the undersigned representative to expedite resolution of the matter. 

The Commissioner is hereby authorized to charge any necessary fee, or credit 
any overpayment, to Motorola, Inc. Deposit Account No. 50-21 17. 
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